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— Tifje MAILING DATE of this communication appears on the cover sheet beneath the correspondence address-- 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE. 
OF THIS COMMUNICATION. 



MONTH(S) FROM THE MAILING DATE 



- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above Is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 



Status 

^I^Responsive to communication(s) filed on. 
□ This action is FINAL. 



□ Since this application is In condition for allowance except for fomrial matters, prosecution as to the merits is closed In 
accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 ; 453 O.G. 213. 



Disposition of Claims 

'^CIaim(s) 

Of the above claim(s) 

□ Claim(s) 

^j^laim(s): 

□ Claim(s) 

□ Claim(s) 



I- 



10- SL 



.jdldse pending in the application. 



is/are withdrawn from consideration. 



-is/are allowed. 



■ i^re rejected. 



- is/are objected to. 



- are subject to restriction or election 
requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 (aHd) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 



□ received in this national stage application from the Intemational Bureau (PCT Rule 1 7.2(a)). 
*Certified copies not received: 



Attachment(s) 

^^nfomiation Disclosure Statement(s). PTO-1449, Paper No(s).i?^ □ Interview Summary. PTO-413 

□ Notice of Reference(s) Cited, PTO-892 □ Notice of Infonmal Patent Application, PTO-1 52 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 □ Other 
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Art Unit: 1623 



This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation imder 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103© and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

Applicant's election of Group I, Species A in Paper No. 15 is acknowledged. Because 
applicant did not distinctly and specifically point out the supposed errors in the restriction 
requirement, the election has been treated as an election without traverse (MPEP § 818.03(a)). 

Claims 1 0-26 are withdrawn from further consideration pursuant to 37 CFR 1 .142(b) as 
being drawn to a nonelected species, there being no allowable generic or linking claim. Election 
was made without traverse in Paper No. 15. 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 



The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 



Claims 1-9 and 27-49 are rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and/or use the 



The incorporation of essential material by reference to a foreign application or foreign 
patent or to a publication inserted in the specification is improper. Applicant is required to amend 
the disclosure to include the material incorporated by reference. The amendment must be 
accompanied by an affidavit or declaration executed by the applicant, or applicant's attorney or 
agent, stating that the amendatory material consists of the same material incorporated by 



invention. 
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reference in the referencing application. In re Hawkins, 486 F.2d 569, 179 USPQ 157; In re 
Hawkins, 486 F.2d 579, 179 USPQ 163; In re Hawkins, 486 F.2d 577, 179 USPQ 167. 

The attempt to incorporate subject matter into this application by reference to non-patent 
publications, is improper because the material described in the articles includes essential subject 
matter related to the description of linker molecules, as set forth on page 37 and methods for the 
synthesis protocols for biopolymers as set forth on page 46, lines 23 and 24. 
It is further noted that there is not seen support commensurate in scope with the description of the 
variable "X*" to be represented by "any reactive group which can be used in biopolymer 
synthesis. There appears to be support for "X^" to be represented by OH, SH, NHj, COR^ and 
COOR\ but not any reactive group. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims 1-9 and 27-49 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

In claims 1 , 33 and 45, it is noted that the claims fail to provide a chemical name or 
structural formula for the moieties represented by the variables "Sp" and "X'". In all occurrences 
in the claims wherein there is an absence of a chemical or structural core to represent said 
variables, said claims are seen to be indefinite. The variable "n", where not further defined by a 
number or numerical range is ambiguous and renders the claims lacking said further definition 
indefinite. In claims 5 and 38, it is noted that the variable "X*" is defined twice. The claims are 
confusing where there are two definitions for one variable. A broad range or limitation together 
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Art Unit: 1623 

with a narrow range or limitation that falls within the broad range or limitation (in the same claim) 
is considered indefinite, since the resulting claim does not clearly set forth the metes and bounds 
of the patent protection desired. Note the explanation given by the Board of Patent Appeals and 
Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd, Pat. App. & Inter. 1989), as to where 
broad language is followed by "such as" and then narrow language. The Board stated that this 
can render a claim indefinite by raising a question or doubt as to whether the feature introduced 
by such language is (a) merely exemplary of the remainder of the claim, and therefore not 
required, or (b) a required feature of the claims. Note also, for example, the decisions of Ex parte 
Steigewald, 131 USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex 
parte Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claims 5 and 38 each 
recites the broad recitation X is any reactive group, and the claim also recites a Markush 
grouping definition, which is the narrower statement of the range/limitation. In claim 8, commas 
should separate the structural formulae so that the formulae depicted reads alternatively in a 
proper manner. In claim 33, the variable "N"™" is not defined. Claim 33 is also seen to be 
confiising where in the last line of the claim, where dimers and trimers are monomers. 

Any inquiry concerning this communication should be directed to James O. Wilson, 
Primary Examiner in Art Unit 1623 at telephone number (703) 308-4624. U 




